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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



APPLICANTS 
SERIAL NO. 
FILED 
FOR 

ART UNIT 

EXAMINER 

16 September 2004 



Mail Stop: Petitions 

Hon. Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Klaus-Helmut Muller et al. 
10/603,997 

25 June 2003 (date granted 5 November 2003) 

HERBICIDAL SULPHONYLAMINO(THIO)CARBONYL COMPOUNDS 

1625 

Patricia Morris 



PETITION UNDER 37 CFR § 1.17(h) - INCORRECT FILING DATE ASSIGNED 

SIR: 

In response to the USPTO's dismissal (mailed on 16 July 2004) of the applicants' previous petition 
under 37 CFR §1 .17(h) dated 5 April 2004, please accept this new petition under 37 CFR § 1 .1 7(h) which 
further explains and offers evidence of the applicants contention that the originally filed items including the 
specification and claims were in fact deposited with the USPTO and that the applicants should be 
accorded a filing date of 25 June 2003. 



As stated in the petition dismissal of 16 July 2004: "An applicant alleging that a paper was filed in 
the Office and later misplaced has the burden of proving the allegation by a preponderance of the 
evidence." (i.e. "is more likely than not to have been misplaced"). The applicants present that based on 
the evidence presented herewith, it is more likely than not that the applicants complied with the filing 
requirements which entitle them to a filing date of 25 June 2003 and that any missing papers were the 
result of inadvertent misplacement or loss of papers by the USPTO. 



Specifically, applicants submit that they filed a complete application for broadened reissue of U.S. 
Patent No. 6,251 ,831 on June 25, 2003. Applicants further submit that such submission included a 
complete copy of the specification and claims of U.S. Patent No. 6,251 ,831 in double column patent 
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format. 

In support of this position, applicants offer the following: 

(1) As indicated by Ms. Nanci Manfredi in her declaration under 37 CFR 1.132 (hereafter referred to 
as the "declaration"), the primary means for Norris, McLaughlin & Marcus, P.A. (hereafter referred 
to as the "firm") to determine safe receipt of all items filed with the USPTO is receipt of the 
stamped return receipt postcard. (See Manfredi Declaration at numbered paragraph 3.) Ms. 
Manfredi attests in her declaration that this postcard was received by the firm and that there was 
no indication that the specification and claims was missing. (See Manfredi Declaration at 
numbered paragraph 8.) Quite the contrary, the return receipt postcard is stamped, thereby 
confirming receipt of a specification and claim. 

(2) All of the items listed on the applicants' Express Mail Certificate (Exhibit A) and return receipt 
postcard (Exhibit B) were sent via Express Mail (Label No. EV 191672616) by Vilma Fernandez. 
(A separate declaration from Ms. Fernandez could not be obtained as she no longer works for the 
firm. However, Ms. Manfredi attests in her declaration that it is standard procedure for the firm to 
itemize each item sent to the USPTO on an Express Mail Certificate and/or return receipt 
postcard (See Manfredi Declaration at numbered paragraph 3.)) 

(3) Ms. Manfredi also attested in her declaration that she recorded that the mailing date of the reissue 
application, which included the specification, claims and abstract, was 25 June 2003 and entered 
this information into Norris, McLaughlin's patent database. (See Manfredi Declaration at 
numbered paragraph 12.) 

(4) In addition to direct evidence of receipt by the USPTO of the applicants specification, claims and 
abstract on 25 June 2003, the applicants also provide secondary evidence to show that it was 
more likely than not that the USPTO received the entire specification, claims and abstract as part 
of the applicants' mailing dated 25 June 2003. 

A copy of the applicants' Reissue Patent Application Transmittal sheet as it appears in Private 
PAIR shows that this paper was assigned a date of 25 June 2003 but indicated on the margin that 
no specification or claims had been received (see Exhibit C). However, this is incongruous not 
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only with the stamped return receipt postcard but also with the mailing charges for the 
applicants' Express Mail filing of the reissue application papers. 

The applicants' receipt for this Express Mail from the U.S. Postal Service (Exhibit D) indicated a 
total mailing cost of $27.30 which is reflective of the cost of mailing ail of the items cited on the 
Express Mail Certificate (Exhibit A) which would include a complete copy of the specification, 
claims and abstract from U.S. Patent 6,251,831 (a 207 page patent). 

If the USPTO's position was correct that no specification or claims were actually mailed by the 
applicants, the cost of mailing via Express Mail for ail of the items listed on the Express Mail 
Certificate except for the specification, claims and abstract would only have a mailing cost of 
about $13.65 . 

Further on this point, applicants believe the express mail charge was at that time a function of 
weight, and, in any event, the express mail receipt indicates that the weight of the submission 
mailed to the USPTO on 25 June 2003 was 4 lbs., 3.10 oz. As Ms. Manfredi attests in her 
declaration, this is consistent with a package that included the weighty 207 page specification 
and claims of U.S. Patent No. 6,251 ,831 , and inconsistent with a package that did not include the 
specification and claims of U.S. Patent No. 6,251,831. (See Manfredi Declaration at numbered 
paragraph 11.) Reconstructing the packages that, respectively, applicants and the USPTO 
believe were sent, Ms. Manfredi found that "applicants'" reconstructed package containing the 
specification and claims of U.S. Patent No. 6,251,831 weighed 4 lbs., 2.80 oz., in close agreement 
with the weight on the express mail receipt, whereas the "USPTO's" reconstructed package 
devoid of the specification and claims of U.S. Patent No. 6,251 ,831 weighed only 2 lbs., 1 .80 oz., 
which was in substantial disagreement with the weight on the express mail receipt. (See Manfredi 
Declaration at numbered paragraph 1 1 .) This strongly supports applicants' position that the 
original submission mailed to the USPTO on 25 June 2003 contained the entire specification and 
claims of U.S. Patent No. 6,251 ,831 . 

(5) The USPTO's position is that the applicants' 25 June 2003 filing did not include a copy of the 

specification and claims, i.e. none of the 207 pages which constitutes U.S. Patent 6,251,831 was 
sent by the applicants and by inference, that the USPTO did not lose or misplace the specification 
or claims if it had been filed by the applicants. However, the only evidence in support of this 
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position is the written statement on the Private PAIR version of the applicants Reissue Patent 
Application transmittal sheet (see Exhibit C). This evidence in support of the USPTO's position is 
outweighed by the collective evidence represented by the return receipt postcard and the Manfredi 
Declaration. 

(6) The applicants submit that Ms. Fernandez followed the firm's standard operating procedures for 
filing a new application which includes filing a copy of the specification, claims and abstract for the 
reissue application and that this was verified by Ms. Manfredi. Moreover, the substantial 
difference in the expected (for a missing specification and claims) vs. the actual postage charge 
and weight for the 25 June 2003 filing clearly show that something was mailed in excess of the 
papers acknowledged as being received by the USPTO. 

The USPTO's position cannot account for such a discrepancy in postal charges and weight; the 
applicants' accrued postal charge and weight are more in keeping with the filing of the 207 page 
specification, claims and abstract for U.S. Patent 6,251,831 than for not filing these items. 

Therefore, when balancing the USPTO's evidence of non-receipt of the specification and claims vs. the 
applicants' evidence supporting that the specification and claims were filed, the applicants believe that it 
would appear more likely than not to an impartial observer that the specification and claims were filed on 
25 June 2003 and as such, this is the filing date which should be accorded to the applicants. 

It is believed that the USPTO has a complete copy of the specification and claims of U.S. Patent No. 
6,251,831 on file. However, if not, the examiner is respectfully requested to telephone the undersigned at 
telephone number 212-808-0700 so that any missing pages can be supplied immediately. 

NOTE: Since this reissue application is a broadening reissue, the requested filing date is critical 

for the applicants as all broadening reissues must be filed within two years of the grant 
date of the patent (26 June 2003 was the deadline date for filing this application). 

Because of the criticality of the requested filing date, before a decision on this petition is 
reached, the applicants' would like to schedule a personal interview with the Petitions 
Attorney assigned to this application so that any questions about the circumstance of this 
filing can be resolved favorably. Please contact the undersigned if the applicants have 
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been unable to establish contact with the Office of Petitions to set an interview date. 



| CONDITIONAL PETITION FOR EXTENSION OF TIME 



If entry and consideration of the petition above requires an extension of time, Applicants respectfully 
request that this be considered a petition therefore. The Assistant Commissioner is authorized to charge 
any fee(s) due in this connection to Deposit Account No. 14-1263. 

ADDITIONAL FEE | 

Please charge any insufficiency of fees, or credit any excess, to Deposit Account No. 14-1263. 
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Closing 



Applicants also believe that this petition address the refusal of the inventor to sign the combined power of 
attorney/oath and declaration. The original combined power of attorney/oath and declaration is sufficient 
in view of the fact that the original submission mailed on 25 June 2003 was complete and included the 
specification and claims of U.S. Patent No. 6,251 ,831 . However, should any issue(s) of a minor nature 
remain, the USPTO is respectfully requested to telephone the undersigned at telephone number (212) 
808-0700 so that the issue(s) might be promptly resolved. 



220 East 42 nd Street 
30 th Floor 

New York, New York 10017 
(212)808-0700 

Attachments: Courtesy copies of: 



(1 ) Cover page of U.S. Patent 6,251 ,831 

(2) Page (co.) 407-408 of U.S. Patent 6,251 ,831 
Declaration under 37 CFR 1 .132 (by Nanci Manfredi) 
Exhibit A - Express Mail Certificate 

Exhibit B - Return Receipt Postcard 

Exhibit C - Reissue Patent Application Transmittal (Private PAIR version) 
Exhibit D - Express Mail receipt (for Express label 191672616) 
Exhibit E - Index card for SN: 10/603,997 
Exhibit F - Database entry for SN: 10/603,997 



I hereby certify that the foregoing Petition Under 37 CFR 1 .17(h) is being deposited with the United States 
Postal Service as Express Mail, Label No. EV 424018656 US in an envelope addressed to: Hon. 
Commissioner of Patents, P.O. Box 1450, Alexandria, VA 22313-1450, on the date indicated below: 



Respectfully submitted, 



Norris, McLaughlin & Marcus, P.A. 



By: /A<J-tu^ <3» Ln^ 
Howard C. Lee 
Reg. No. 48,104 



CERTIFICATE OF EXPRESS MAILING 



Date: 1 6 September 2004 




5 




Bayer 10.019.2 REI 



HERBICIDAL SULPHONYLAMINO(TfflO) CARBONYL COMPOUNDS 



EXPRESS MAIL CERTIFICATE 



Express Mail Label No. EV 191672616 US 
Date of Deposit: 25 June 2003 



I hereby certify that the following items: 



1. Reissue Patent Application Transmittal 

2. Fee Transmittal (in duplicate) 

3. Preliminary Amendment 

4. unexecuted Reissue Oath/Declaration/Power of Attorney 

5. Specification and Claims in double column copy of patent format 

6. Information Disclosure Statement and Form PTO-1449 (attaching and citing 
one (1) reference) 

8. Application Data Sheet 

9. return receipt postcard 

10. copies of Recordation Cover Sheet and Assignment 



are being deposited with the United States Postal Services Express Mail Post Office 

to Addressee service under 37 CFR 1. 10 on the date indicated above and is addressed to the Hon. 

Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450, Mail Stop Reissue. 



norris, Mclaughlin & marcus, p a. 
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Wednesday, September 15, 2004 Page: 1 



Case Number: 00717 027 
Client: Bayer AG 
Case Type: REI 
Application Number: 10/603997 
Publication Number: 
Patent Number: 
Parent/PCT Number: EP96/02826 
Parent Issue Number: 6251831 
Tax Schedule: LE 
Confirmation #: 9703 
Agent: NMM 

Norris McLaughlin & 



Country: US SubCase: 12 

United States of America 
Application Status: Pending 

Filing Date: 05-Nov-2003 
Publication Date: 
Issue Date: 
Parent/PCT Date : 28-Jun-1996 
Parent Issue Date : 26-Jun-2001 
Expiration Date: 
Patent Term Adjustment: 0 
Agent Reference #: NY 

Marcus 



Remarks: Bayer 10019.2 Rei 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



APPLICANTS 
SERIAL NO. 
FILED 
FOR 

ART UNIT 

EXAMINER 

16 September 2004 



Mail Stop: Petitions 

Hon. Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Klaus-Helmut Muller et al. 
10/603,997 

25 June 2003 (date granted 5 November 2003) 

HERBICIDAL SULPHONYLAMINO(THIO)CARBONYL COMPOUNDS 

1625 

Patricia Morris 



DECLARATION UNDER 37 C.F.R 1.132 



I, Nanci Manfredi, of 21 Keats Street, Staten Island, New York 10308, a citizen of the United States, 
hereby declare that: 



1 . I am the docket clerk for Norris, McLaughlin & Marcus, PA (hereinafter "Norris, McLaughlin") and 
have been employed in this capacity for Norris, McLaughlin and precursor firms for Norris, 
McLaughlin's patent practice for over 24 years. 

2. I am responsible for reminding attorneys/agents at Norris, McLaughlin of USPTO filing deadlines 
and for keeping a record of papers filed with the USPTO by Norris, McLaughlin secretaries from 
the return receipt postcard and/or mailing certificate and for receipt of papers sent to Norris, 
McLaughlin by the USPTO. 

3. I am aware of the circumstances surrounding the disagreement for the filing date of SN: 
10/603,997 and attest that it is standard procedure within Norris, McLaughlin to list each item 
mailed to the USPTO on an Express Mail Certificate, when express mail is used, and a return 
receipt postcard and that our primary method of receiving an indication that all papers were 
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received by the USPTO is the receipt of the return receipt postcard. 

4. According to the standard practice of Norris, McLaughlin, when a return receipt postcard is 
included with a submission to the USPTO, a copy of the return receipt postcard is made and kept 
in the file. 

5. When such a return receipt postcard is returned to Norris, McLaughlin from the USPTO, the 
return receipt postcard is routed to me, and I make a note in our docketing system that the return 
receipt postcard has been received. 

6. The records of Norris, McLaughlin indicate that an Express Mail Certificate, listing "Specification 
and Claims in double column copy of patent format," was included along with a submission of 
papers mailed to the USPTO on 25 June 2003 for SN: 10/603,997 (see Exhibit A). 

7. The records of Norris, McLaughlin further indicate that a return receipt postcard, also listing 
"Specification and Claims in double column copy of patent format," was included along with a 
submission of papers mailed to the USPTO on 25 June 2003 for SN: 10/603,997 (see Exhibit B). 

8. The return receipt postcard for the papers filed on 25 June 2003 for SN: 10/603,997 was stamped 
and mailed to Norris, McLaughlin, and there is no indication that the specification and claims were 
not received by the USPTO; MPEP 503 stipulates that any item not received is crossed out before 
mailing the return receipt postcard (see Exhibit B). 

9. The submission to the USPTO on 25 June 2003 for SN: 10/603,997 was made by express mail, 
and the express mail receipt is attached (see Exhibit D). 

10. I am aware that the USPTO denies receiving the specification and claims of U.S. Patent No. 
6,251 ,831 . However, this appears to be refuted by the stamped return receipt postcard. 

11. As further evidence that the USPTO received the specification and claims of U.S. Patent No. 
6,251 ,831 , 1 have used as a reference the weight entry on the express mail receipt (Exhibit D), 
which was entered by an employee of the U.S. Postal Service. I reconstructed a package 
including ail of the items listed on the return receipt postcard, i.e., including the specification and 
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claims, and the weight was substantially the same as that indicated on the express mail receipt. 
The weight of the package was 4 lbs., 2.80 oz., and the weight indicated on the express mail 
receipt was 4 lbs., 3.10 oz. In other words, the two weights were in substantial agreement. I also 
weighed a second package that included all of the items on the return receipt postcard with the 
exception of the specification and claims, and the weight of such package was only 2 lbs., 1 .80 
oz. As this is a substantial departure from the weight indicated on the express mail receipt, the 
only logical conclusion is that the specification and claims were, in fact, included as a part of the 
submission mailed to the USPTO on 25 June 2003. As the USPTO concedes that it received 
some of the papers in the submission mailed to the USPTO on 25 June 2003, and as all of the 
papers went together in a single envelope, it follows that the USPTO did, in fact, receive the 
specification and claims on 25 June 2003. 

12. I further attest that I made the handwritten entries on the index card indicating that the reissue 
application (which included the specification, claims and abstract) had been mailed to the USPTO 
on 25 June 2003 (see Exhibit E) and that this information was subsequently recorded into our 
database system (CPI Patent Management System - see Exhibit F). 

1 3. The undersigned declarant hereby declares that all statements made herein of his/her own 
knowledge are true and that all statements made on information and belied are believed to be 
true; and further that these statements were made with the knowledge that willful false statements 
and the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 
18 of the United States Code and that such willful false statements may jeopardize the validity of 
the application or any patent issued thereon. 





Date 



Docket Clerk 

Norris, McLaughlin & Marcus, P.A. 
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APPLICANT: 




Miilleret al. 



Attorney Docket No. 100717-600/ Bayer 10,019.2 Rei 



TITLE: 



Herbicidal Sulphonamino(thio) carbonyl compounds 



USSN: 



10/603,997 



FILED: 



November 5, 2003 



EXPRESS MAIL CERTIFICATE 



"Express Mail" mailing label number EV 424018656 US 
Date of Deposit September 16, 2004 



I hereby certify that the following items: 

1. Petition under 37 CR 1.17(h)- Incorrect Filing Date Assigned (6 pgs.) 

2. Attachment: Exhibit A, B, C, D, E, F; Cover page and pgs. 407-408 of 
US Patent 6,251 ,831 

3. Declaration under 37 CFR 1.132 (3 pgs.) 

4. Express Mail Certificate 

5. Return Receipt Postcard 



are being deposited with the United States Postal Services "Express Mail Post Office to 
Addressee" sen/ice under 37 CFR 1 .10 on the date indicated above and is addressed 
to the: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313. 

norris, Mclaughlin & marcus, p.a. 




